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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 



A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 5 May 
2003 has been entered. 

Response to Amendment 

A first office action rejected claims 1-34 on 13 September 2002 (paper # 6). 
Applicants' request for reconsideration was rejected on 14 January 2003 (paper # 8). 

Amendment B, entered 5 May 2003 as paper # 14, amended claims 15 and 33. 
Claims 1-34 remain and will be examined. 



Applicant's arguments filed 5 May 2003 have been fully considered but they are 
not persuasive. 

Lexicography As a preliminary matter, while applicant may be his or her own 
lexicographer, a term in a claim may not be given a meaning repugnant to the usual 
meaning of that term. See In re Hill, 161 F.2d 367, 73 USPQ 482 (CCPA 1947). 
Although applicant's use of the terms translator, converting] is not repugnant, 



Response to Arguments 
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applicant's use of the terms is misdescriptive, misleading and inconsistent with its 
meaning and usage. 

The Examiner notes that a "translator" is a program that translates one language 
or data format into another. 1 To "convert" is to change, exchange, adapt, alter or 
translate. 2 A format is the structure or appearance of a unit of data, such as a file, fields 
in a database record, ... the fields in a database are laid out in a certain order when 
they are used for data entry or for generating reports. 3 A database is any aggregation 
of data. 4 The common, ordinary meaning of "translator" does not restrict using a 
translator program only to converting any one particular type of data (e.g., transaction or 
product data) from any one particular device (e.g., database, file) or from any one 
specific format (e.g., data stream, light, analog, binary, HTTP, IP, pulse, etc.). 

Applicant has sought to establish patentable distinction by limiting his claims to: 

• ...translator on the clearinghouse site for converting data compliant with the merchant database 
format into data compliant with the partner database format... 

• ...translator on the clearinghouse site for converting data compliant with the partner database 
format into data compliant with the merchant database format... 

Nevertheless, prior art will be interpreted to read on the claims where the prior art 
discloses a program that converts data from one form to another. 

Traverse A "traverse" is a denial of an opposing party's allegations of 
fact. 5 The Examiner respectfully submits that applicants' arguments and 

1 Definition of Translator, Microsoft Computer Dictionary. 

2 MS/WORD Thesaurus. 

3 Definition of Format (n.), Microsoft Computer Dictionary. 

4 Definition of Database, Microsoft Computer Dictionary. 

5 Definition of Traverse, Black's Law Dictionary, "In common law pleading, a traverse signifies a denial." 
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comments do not appear to traverse what Examiner regards as knowledge that 
would have been generally available to one of ordinary skill in the art at the time 
the invention was made. Even if one were to interpret applicants' arguments 
and comments as constituting a traverse, applicants' arguments and comments 
do not appear to constitute an adequate traverse because applicant has not 
specifically pointed out the supposed errors in the examiner's action, which 
would include stating why the noticed fact is not considered to be common 
knowledge or well-known in the art. 27 CFR 1.104(d)(2), MPEP 707.07(a). An 
adequate traverse must contain adequate information or argument to create on 
its face a reasonable doubt regarding the circumstances justifying Examiner's 
notice of what is well known to one of ordinary skill in the art. In re Boon . 439 
F.2d 724, 728, 169 USPQ 231, 234 (CCPA1971). 

The Examiner respectfully submits that Applicant has not convincingly shown 
that one of ordinary skill in the art at the time the invention was made would not have 
known to translate (convert, recast, etc.) data via one or more programs, at one or more 
sites, so that the converted data is compliant with another database format, as claimed. 

Arguments 

Applicant argues that his use of the terms "translation" "converted" provide 

patentable distinction over prior art. However, Applicant concedes that Fields discloses 

programs that change data from one data format into another: 

• ...Fields discloses ...a system for parsing an HTML Web page source where extracted 
elements are plugged into another HTML Web page template so that the HTML Web page 
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appears to have originated with a hosting site. [Request for Reconsideration, 25 October 
2002, page 3, emphasis in original] 

• ...when Fields is fairly read in its entirety, Fields discloses ...a system for filtering an HTML 
Web page source where extracted data elements are plugged into another HTML Web page 
template that is formatted so that the resulting HTML Web page appears to have originated 
from a centralized server hosting site. [Amendment B, 5 May 2003, page 6] 

The Examiner respectfully notes that Fields provides at least one [translator] 
converter program. The process of filtering, converting, recasting data takes place on 
the hosting site. One or more programs convert input data to output data with the use 
of templates. Fields refers to links that can be translated to hosting site links (see at 
least Col. 8, lines 34-59). 

Applicant argues that in Fields, "data is merely passed-through the centralized 
server hosting site by being placed into a Web page template "that matches the look 
and feel of the hosting Web site" However, the Examiner respectfully notes that Fields 
specifically states that it "reformats desired components" See, for example, step 363, 
"reformat desired components" in Fig. 8. 

Applicant argues that reformatting and conversions are "...superfluous to the 
system described in Fields..." The Examiner respectfully notes that "superfluous" is 
defined as "...exceeding what is sufficient or necessary, ...not needed , ...marked by 
wastefulness." 6 The Examiner respectfully submits that Applicant has not provided 
reasonable, convincing arguments as to why Fig. 8, step 363, and other steps are 
superfluous, or how his use of "superfluous" varies from its common meaning. 

Applicant argues that prior art does in its entirety would not have motivated one 
of ordinary skill in the art to combine Fields with other prior art: 



Definition of Superfluous, Merriam Webster's Collegiate Dictionary. 
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...When combining references to form an obviousness rejection, it is impermissible to 
pick and choose from a reference only so much as will support a given position while 
disregarding what a reference fairly teaches in its entirety... MPEP 2143 [sic] 

It is further submitted that, even assuming that the prior art disclosed ... [applicant's claim 
language]... , which it does not, one of skill in the art would still not be motivated to modify 
Fields to include any type of "translator." In this regard, when Fields is fairly read in its 
entirety, Fields discloses no more than a system for filtering an HTML Web page source 
where extracted data elements are plugged into another HTML Web page template that 
is formatted so that the resulting HTML Web page appears to have originated from a 
centralized server hosting site. 

At the onset, the Examiner notes that MPEP 2141.02 specifically states: 

Ascertaining the differences between the prior art and the claims at issue requires 
interpreting the claim language, and considering both the invention and the prior art 
references as a whole. 

PRIOR ART MUST BE CONSIDERED IN ITS ENTIRETY, INCLUDING DISCLOSURES 
THAT TEACH AWAY FROM THE CLAIMS A prior art reference must be considered in 
its entirety, i.e., as a whole, including portions that would lead away from the claimed 
invention. W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 303 
(Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984) 

First, the Examiner respectfully submits that prior art, including Fields, does not 
lead away from the claimed invention. Further, the Examiner respectfully submits that 
prior art in its entirety would have motivated one of ordinary skill in the art to combine 
Fields with prior art. The fact that applicant has recognized another advantage which 
would flow naturally from following the suggestion of the prior art cannot be the basis for 
patentability when the differences would otherwise be obvious. See Ex parte Obiaya, 
227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Applicant states that the Office Action fails to demonstrate where the cited 
references teach or suggest all of the claim limitations. The Examiner respectfully 
submits that the Office Action specifically points out where the cited references teach or 
suggest the claim limitations. For example (emphasis added): 

In this case, applicants specifically included by reference several IETF RFC's, 
including 2854, 2660, 265, 2616, 2246, 1945, 1866 and 1865. A number of these 
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RFC's refer to transforming, mapping, converting, translating, reformatting data in 
various scenarios. For example, RFC 2616, Hypertext Transfer Protocol 1.1 shows 
conversion of data, in at least pages 11, 17, 21, 66. The RFC refers to mapping on 
pages 12 and 21. RFC 2246, the TLS Protocol, refers to translating on at least pages 4, 
5, 6, 16, 17, 50 and to input and output structures on pages 8, 10. As is well known to 
one of ordinary skill in the art, term data structure refers to a scheme for organizing 
related pieces of information. The basic types of data include files, lists, array, records, 
trees, tables. Each of these basic structures has many variations and allows different 
operations to be performed on the data. 7 While the documents refer to different types of 
data, including HTML, HTTP, transmission protocols, messaging, etc., the documents 
do not restrict reformatting only product or transaction data, as applicants require. It 
would be obvious to one of ordinary skill in the art to reformat any type of data for the 
purpose of using the reformatted data in a system that has a different format. 8 

Fields specifically describes that their invention may use methods and systems as claimed 
by applicants: extracting web-based content from content provider or source Web sites for use by 
the hosting or "pass-through" Web site. Fields notes that "pass-through" may involve filtering, 
reformatting and reuse of Web-based content (Co/. 6, line 56 -Col. 7, line 51). As Fields notes, 
their list is merely exemplary and any component on a web page can be extracted and recast into 
the hosting site context by the pass-through mechanism. Fields does not limit the type of data that 
is being processed to product or transaction and image data, but discloses that their invention may 
be used for any type of data. Fields does not limit the types of filters and templates that are 
present in a host site database. Fields does not limit storage process to only a first and third data 
set, as in Applicants' invention. 

Fields does not use the term translator to refer to various software programs that execute 
on a host to filter, reformat, recast, convert information from one or more formats for one or more 
clients to/from one or more formats for one or more service providers. Fields does not use the term 
dataset or data set. A dataset (or data set) is a data file or collection of interrelated data. 9 Fields 
does not refer to a first data set or second data set or third data set or fourth data set. Fields 
shows that any one of these data sets may be stored at the hosting site, even if only temporarily, 
while the data is being reformatted. 10 

In addition, the Examiner has cited particular columns and line numbers in the 



references as applied to the claims for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant, in preparing the responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 



7 Computer and Internet Dictionary, Random House Webster's. Definition of data structure. 

8 8 Office Action of 14 January 2003, pages 3-4, emphasis in original. 

9 Computer Desktop Encyclopedia. American Management Association. Copyright 1996. 

10 Office Action of 14 January 2003, page 7, emphasis in original. 
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invention, as well as the context of the passage as taught by the prior art or disclosed 
by the examiner. 

Applicant argues that there is no suggestion to combine Fields and other prior 
art:: "...one of skill in the art would still not be motivated to modify Fields to include any 
type of "translator." In this regard, when Fields is fairly read in its entirety... 

In response to these arguments, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

Applicant states 

Still further, since Fields does not even concern a system that links two databases, 
rather being directed to a system for viewing HTML content, it is submitted that there 
particularly exists no motivation to modify Fields to include the "translators" that are 
specifically claimed. 

In response to this argument, it has been held that a prior art reference must 
either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to 
the particular problem with which the applicant was concerned, in order to be relied 
upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). 

In this case, the Examiner respectfully directs Applicant's attention to the title of 
Fields, "Hyperlinked search interface for distributed database." To distribute is to share 
out among locations or facilities, as in a data-processing function that is performed by a 
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collection of computers and other devices linked together by a communications facility 
such as a network. 11 In addition, Fields discloses the use of various search engines, 
including Yahoo, Lycos, HotBot, Altavista, etc. On the Internet, search engines are 
programs that search for keywords in files and documents found on the World Wide 
Web, newsgroups, Gopher menus and FTP archives. Search engines may search 
across many sites, using agents to gather lists of available files and documents and 
store these lists in databases that users can search by keyword. 12 For example, Fig. 
1B, Search, Fig. 5, Fig. 7, source site 307. Site 303 gets data from the various 
databases and translates/converts/recasts/filters/etc. the data into formats that are 
compliant with one another. 

Applicant argues that the examiner's conclusion of obviousness is based upon 
improper hindsight reasoning: 

Accordingly, it can only be concluded that the Office Action has impermissibly used the disclosure 
of the applicant to piece together various elements for the purpose of deprecating the 
claimed invention. Since the Office Action fails to demonstrate where the relied upon 
references suggest modifying Fields to include any "translator," let alone the specifically 
claimed 'translators," a prima facie case of obviousness has not been established and 
the rejection must be withdrawn. 

In response to this argument, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 



11 Definition of Distribute, Microsoft Computer Dictionary. 

12 Definition of Search Engine, Microsoft Computer Dictionary. 
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Claim Rejections - 35 USC § 103 



The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fields et al. (US Patent 6,338,059) in view of .EDI Meets the Internet (IETF/RFC 1865, 
published January 1996)/ED/ and further in view of Noble et al. (US Patent 5,634,053). 

Fields provides a centralized hosting server site (applicants' clearinghouse). The 
Host may connect one or more networks. The Networks may link one or more clients 
and one or more servers. Fields refers to the various actors as Clients and Content 
Server Providers (CPS) who may carry out business and complete business 
transactions. These actors may be identified as corresponding to applicants' Merchant 
and Partner sites. See at least Fig. 6, Fig. 7 and related text in Col. 6 line 33-Col. 7 line 
51 . At least these figures correspond to Applicants' figures 1 , 4 and 7, in showing 
various modes of linking distributed components, including databases belonging to 
merchants or partners or affiliates. 

Fields provides at least one translator (recasting) program. The process of 
filtering, converting, recasting data takes place on the hosting site. One or more 
programs convert input data to output data with the use of templates. Fields refers to 
links that can be translated to hosting site links (see at lest Col. 8, lines 34-59). Fields 
also uses the words formatting, filtering, reformatting and various other terms to show 
that a centralized site may accept various formats and translate them into other formats. 
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Fields also shows that various filters may be stored as one or more templates, possibly 
in a host site database. The various templates permit translation from clients and 
servers into a host database format See at least Fig. 7, item 309, and other references 
to templates, including Col. 4, lines 23-37, Col. 7, lines 7-38, Col. 8, lines 25-33, Col. 8, 
line 60- Col. 9, line 8, Col. 10, lines 58-64. 

Fields receives data from a site at the hosting site. Fields refers to one or more 
sets of data as containing fields and elements from a web page (see at least Col. 4, 
lines 23-47). Other sets of data may include set filters (see at least Col. 7, lines 7-15) 
and sets of user steps, set of instructions (see at least Col. 9, lines 45-Col. 10, line 17). 
The data is compliant with the sender's database; if were not compliant, the central site 
would be unable to use one or more of the various filters and templates. 

Fields converts received data into other data set(s). The data is compliant with 
the second site's format since the host site uses site-specific filters and templates to 
convert the data to a format used by an intended recipient site (see Fig. 7 and text). 

Fields sends converted data from the hosting site to intended recipient sites. 
These sets of data may be received from any one client site, filtered, reformatted 
according to one or more templates stored in one or more databases at a hosting site. 
The reformatted data is then passed-through to a recipient site. See at least references 
to pass-through and pass through (Col. 6, line 56-Col. 8, line 33, Col. 8, line 60-Col. 9, 
line 8, Col. 10, lines 58-64). 

Fields specifically describes that their invention may use methods and systems 
as claimed by applicants: extracting web-based content from content provider or source 
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Web sites for use by the hosting or "pass-through" Web site. Fields notes that "pass- 
through" may involve filtering, reformatting and reuse of Web-based content (Col. 6, line 
56 - Col. 7, line 51). As Fields notes, their list is merely exemplary and any component 
on a web page can be extracted and recast into the hosting site context by a pass 
through mechanism. Fields discloses translating any type of data. 

Fields does not use the term translator to refer to various software programs that 
execute on a host to filter, reformat, recast, convert data from one format to another. A 
dataset (or data set) is a data file or collection of interrelated data. 13 Fields does not 
use the term dataset or data set. Fields does not refer to a first data set or second data 
set or third data set or fourth data set. 

Noble discloses systems and methods for managing and translating data in a 
heterogeneous database network environment. Noble specifically discloses translators 
that convert the data retrieved from each local database into a uniform i/o format so that 
the data presented to the user is integrated. For example, Abstract, Col. 3, lines 39-45. 

Fields, Noble do not use the term "partner." EDI discusses the role of trading 
partners. For example, page 7, 1 6, 1 7, 21 , 31 , and others. EDI discloses that 
clearinghouses may provide translators for converting data that is compliant with a 
vendor database into data that is compliant with another vendor's database format. For 
translators and translation, see pages 7-9, page 16, 20, 31. See also references to 
conversion of data into standardized formats, page 16. For conversion across 
platforms, see at least page 21. 



13 Computer Desktop Encyclopedia. American Management Association. Copyright 1996. 
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EDI teaches that many organizations experience some increase in the number of 
transactions. According to ED/, Electronic Commerce includes Electronic Data 
Interchange (EDI). EDI recognizes the need for inter-personal human to human 
communications, the transfer of moneys, and the sharing of common data bases as 
additional activities that aid in the efficient conduct of business, (page 6). EDI suggests 
that the greatest benefits to EDI will derive from adoption of common standards and 
proven inter-operable systems. The DNS (Domain Name Service, which is inherent to 
the Internet) permits any business to find each other's address, contact, exchange data 
and transact business with any other organization in the world, (for example, page 6). 
For translation among various types of Value Added Networks/VAN, see at least pages 
2,5, 8, 15, 30). 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to combine Fields, Noble, EDI and knowledge generally available 
to disclose translators at a clearinghouse site for converting data compliant with a 
merchant database format into data compliant with a partner's database format. 

One of ordinary skill in the art at the time the invention was made would have 
been motivated to combine Fields, Noble, EDI and knowledge generally available to 
disclose translators at a clearinghouse site for converting data compliant with a 
merchant database format into data compliant with a partner's database format for the 
obvious reason that prospective suppliers need only go to a single electronic 
marketplace to transact business with multiple partners. (For example, EDI pages 15- 
16). Different vendors, participants, affiliates, partners and merchants have many 
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different formats and types of data in their databases (for example, ED/, page 29 for 
different fields). Rendering the different formats facilitates communication and allows 
both merchants and partners to communicate concerning their products and commercial 
activity, and may increase customers' access to the information. Increased customer 
access increases the level of economic activity, generating revenue, jobs and increased 
customer satisfaction. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Zurita whose telephone number is 703-605- 
4966. The examiner can normally be reached on 8:30 am to 5:00 pm, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on 703-308-1344. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-7687 
for regular communications and 703-305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1113. 

James Zurita 
Patent Examiner 
Art Unit 3625 

July 25, 2003 




